IN THE HIGH COURT OF MALAYA AT KUALA LUMPUR

(COMMERCIAL DIVISION)

CIVIL SUIT NO: D - 22IP - 14 - 2010
BETWEEN

POSITIVE WELL MARKETING SDN BHD 

(Company No.: 255080-V) 




    
   …  PLAINTIFF

AND

OKA CONCRETE INDUSTRIES SDN BHD 

(Company No.: 67634-M)




        …   DEFENDANT

GROUNDS OF DECISION
1. The plaintiff’s claim in this action is based on allegations of infringements of patent.  The patent alleged to be infringed is Malaysian Patent No. MY-136072 entitled Slope Protection System (“the Patent”).  The infringement is in respect of the defendant’s unauthorised acts of manufacturing distributing and/or selling a retaining wall system (or a slope protection system) with features falling within the claims of the plaintiff’s patent (infringing product).
2. The plaintiff’s claim is denied by the defendant.  The defendant in its defence and counter-claim contended that the Patent in this suit is at all material times and has always been invalid and unenforceable on the ground that the alleged invention of the Patent in this suit is not new and does not involve an inventive step.  
3. The plaintiff is involved in the business of, inter alia, supply and installation of slope and/or river bank protection system comprising precast concrete post and panel, anchoring tie back for river improvement and embankment protection works in Malaysia.
4. The defendant is involved in the business of manufacturing and sale of precast concrete products in Malaysia. 
Summary of the plaintiff’s case

5. The plaintiff is the registered proprietor of the Patent, which is and was at all material times in force in Malaysia.
6. The Patent was applied for initially in the name of inventor, Goh Men Foo (PW2) at the Malaysian Intellectual Property Office (“MyIPO”) on 12.10.2004 and the Patent was granted on 29.08.2008. The inventor has assigned all rights, titles and interests to the plaintiff by virtue of a deed of assignment dated 01.09.2008 and the same was recorded by MyIPO on 05.02.2010.
7. The plaintiff and/or its predecessor has exploited and/or been exploiting the Patent commercially since November 2003 in relation to a slope and/or river bank protection system made of precast concrete entitled “Wellguard System” in Malaysia.
8. It is the plaintiff’s contention that the defendant had infringed the Patent in particular, claims 1, 2, 3, 8 and 11 of the Patent by making, offering for sale, selling, using or stocking for the purpose of offering for sale and selling or using the defendant’s infringing product being a similar river bank protection system made of precast concrete pile and panel, anchoring tie back under the name “OKA” in Malaysia, without the consent or license of the plaintiff or its predecessor.
9. The plaintiff had issued a cease and desist letter dated 23.09.2008 to the defendant demanding for the cessation of the aforesaid infringing acts.
10. Due to the continuing infringing acts of the defendant, the plaintiff had on 18.02.2010 commenced this suit against the defendant for patent infringement.
The defendant’s case

11. The Patent was filed on 12.10.2004 and granted on 29.08.08 to one Goh Men Foo.
12. The plaintiff does not have locus standi to institute the present action against the defendant on the ground that alleged deed of assignment dated 01.09.2008 between the plaintiff and PW2 is invalid and, thus, has no legal effect whatsoever, in particular as against the defendant. 
13. The defendant has been involved in the manufacturing of precast concrete products for use in infrastructure, sewerage, construction and highway industry and water related infrastructure works in Malaysia since 1981, the manufacturing and marketing, inter-alia, concrete pipes, box culverts, L-shape retaining wall units, etc. which includes RC post and RC board for its retaining wall system.
14. The defendant has not infringed the Patent at any time in any way whatsoever.
15. Further, the defendant states that the Patent is at all material times and has always been invalid based on the following reasons:
(a)
the alleged invention of the Patent is not new in that it had been anticipated by prior art before the priority date of the Patent; and
(b)
the alleged invention of the said Patent involves no inventive step in that it was obvious to a person having ordinary skill in the art having regard to the matters which formed part of the state of the art before the priority date of the said Patent.

Agreed facts
16. The undisputed facts are as follows :

(i) The plaintiff is in the business of manufacturing, distributing and installing a slope protection system called “WellGuard System” in Malaysia (“WellGuard System”) with features corresponding to the Patent claims; 
(ii) The Patent was filed on 12.10.2004 and was granted by the Malaysian Intellectual Property Office (“MyIPO”) on 29.08.2008;
(iii) The Patent was assigned to the plaintiff via a deed of assignment dated 01.09.2008 and pursuant to MyIPO’s letter issued on 05.02.2010, the plaintiff was recorded as the registered proprietor of the Patent under the Patents Act 1983 (“PA 1983”);
(iv) The WellGuard System consists of a pair of pre-cast concrete posts, panel walls and an anchoring tie. The edges of the panel wall are adapted to slot tightly into the slots at the posts and the system is best installed one after the other to form a continuous barrier wall;

(v) The WellGuard System principally serves as a riverbank protection system and/or as other water environment structures to prevent erosion of soils;
(vi) The defendant is involved in the business of manufacturing, supplying and sales of pre-cast concrete products in Malaysia;

(vii) A cease and desist letter dated 23.09.2008 was issued to the defendant demanding for the cessation of the defendant’s acts of making, manufacturing, stocking, distributing, selling and offering for sale the defendant’s Infringing Products in Malaysia;
The issues

17. The parties have agreed that the issues to be determined by the court are as follows :
(i) Whether the plaintiff is the lawful registered proprietor of the Patent under Section 39 of the PA 1983 and has locus standi to institute the present suit against the defendant by reason of the written assignment dated 01.09.2008 executed between the plaintiff and Goh Men Foo (“the Inventor”).
(ii) Whether the defendant has infringed the Patent under section 58 of the PA 1983 by making, manufacturing, offering for sale, selling, using or stocking for the purpose of offering for sale and selling or used the defendant’s product being a river bank protection system made of precast concrete pile and panel, anchoring tie back (“the Defendant’s Product”) in Malaysia under the identifying name “OKA”, among others, the Defendant’s Product was purchased, used and installed by contractors appointed by the relevant authority for, inter alia, the following construction projects:
(a) “Projek Membaikpulih Tebing Sungai Johor Dan Kerja-Kerja Lain Yang Berkaitan Di Kampung Kelantan, Kota Tinggi, Johor (No. JPS/P/J/S/26/2007)”; and
(b) “Projek Membaikpulih Tebing Sungai Labis Bandar Yang Rosak Akibat Banjir Serta Kerja-Kerja Lain Yang Berkaitan di Mukim Sg. Segamat, Johor (No. Kontrak JPS/P/J/S/17/2007)”.
(iii) Whether the Patent should be invalidated on the grounds of prior art and it is not an invention. 
18. Issues (i) and (ii) above relate to the plaintiff’s claim and issue (iii) relates to the defendant’s counterclaim.
The Plaintiff’s Patent

19. Before proceeding, it would be helpful to set out the invention patented by the plaintiff.

20. The essential features of the Patent in suit was summarized by 

PW4 in his witness statement as follows :
(i) The Patent consists of three specific components, each of which has particular features for specific purposes and applications:
(a) Precast R.C. post, which has a tapered tip to ease penetration, and a deep longitudinal groove extending from head to toe along each of its two lateral sides for joining and interlocking with precast R.C. panels.
(b) Precast R.C. panel, which has two lateral ends specially adapted for the longitudinal grooves of precast R.C. posts. The adapted lateral end of precast R.C. panel can be well-fitted in the longitudinal grooves of precast R.C. post to form a tight and firm interlocking system.
(c) Deadman tie-back in the form of a galvanized steel tie-rod with one end secured to a galvanized steel lug fixed at the back side of the precast R.C. post and the other end connected to precast concrete block(s).”
21. As for rest of the subsidiary claims in the Patent, i.e. claim 2 to claim 11, each of them are self-explanatory in nature and in brief, the essential integers of the claims consist of:
(i) In claim 2 – in addition to claim 1, the post has a tapered head for easier penetration in piling.
(ii) In claim 3 – in addition to claim 1, the body of the post is pre-cast with slots for slotting with the panel.
(iii) In claim 4 – in addition to claim 1 or 3, the panel wall is an arch-shaped wall.
(iv) In claim 5 – in addition to claim 1 or 4, the panel wall is concave toward the earth face.
(v) In claim 6 – in addition to claim 5, the panel wall has a shape which mobilizes the stronger effect of arch.
(vi) In claim 7 – in addition to claim 6, the panel wall reduces flow velocity of water near riverbank and hence reduces erosion of riverbank.
(vii) In claim 8 – in addition to claim 1, the panel wall forces against the surfaces of the slots on the body of the post, providing natural tightness against fine particles loss through the slots.
(viii) In claim 9 – in addition to claim 1, the panel wall is a double wall includes an upper wall and a lower wall with a rebate joint between the two panels. 
(ix) In claim 10 – in addition to claim 1, the section of the panel wall includes arch-shaped section, corrugated section and straight section.
(x) In claim 11 – in addition to claim 1, the side of the posts is mounted with a steel lug for connection with a steel cable at one end and having the other end connected to a supporting block.
Preliminary Issues
22. I shall now deal with the preliminary objections raised by the defendant before I deal with the issues of infringement and invalidity of the plaintiff’s patent.
23. The defendant has raised the following preliminary issues :

(a) Whether the plaintiff has the locus standi to institute this proceedings;

(b) that the Patent was granted on 29.08.2008 and that all acts of infringement prior to the date of grant is not actionable;

(c) that the photographs taken by PW3 should be rejected as evidence the memory card was not produced; and

24. Goh Men Foo, (PW2) the inventor of the Patent vide a Deed of Assignment, has assigned his rights under the Patent to the plaintiff. 
25. Thus the plaintiff is the lawful registered proprietor of the Patent  under Section 39 of the PA 1983 and has locus standi to institute the present suit against the defendant by reason of the written assignment dated 01.09.2008 executed between the plaintiff and PW2.
26. On the issue whether the plaintiff can take action for alleged infringement which occurred prior to the grant of the patent, the court finds that there is no merit in the defendant’s contention. 

27. Section 59(3) of the PA 1983 provides that a Patentee is entitled to commence legal action for patent infringement only immediately after the Patent has been granted and the Patentee is entitled to take action for damages for all acts of infringement commencing from the date of filing subject to the limitation period. In the present case, the Patent was filed on 12.10.2004 and granted on 29.08.2008. This means that the plaintiff is fully entitled to take action for all infringement activities in the year 2008 by the defendant, which occurred after 12.10.2004 after the grant of patent dated 29.08.2008.
28. In Sevcon Ltd v Lucas CAV Ltd [1986] 1 WLR 462, the House of 
Lords, held that :
“….conferred upon an applicant for a patent right which arose on the publication of the complete specification. The cause of action in respect of infringement of those rights accrued when an act of infringement was committed. The proviso did no more than prevent the applicant taking action until the patent had been sealed, and therefore was an example of a provision bearing upon procedure which did not prevent the accrual of a cause of action”.

29. In this present case, the defendant challenged the admissibility of the photographs taken by PW3. In gist, the court notes that these photographs collectively bear the defendant’s products bearing the word “OKA” and its logo sighted and installed at Sungai Johor and Sungai Labis on numerous dates in the year 2008. 
30. Section 64 of the Evidence Act 1950 states that documents must be proved by primary evidence unless the party can satisfy one of the conditions for the admissibility of secondary evidence.
31. Section 65(1)(c) Evidence Act 1950 provides that :

“secondary evidence may be given of the existence, condition or contents of a document admissible in evidence when the original has been destroyed or lost, or when the party offering evidence of its contents cannot for any other reason not arising from his own default or neglect produce it in reasonable time.”
32. In this present case, I allowed the photos to be admitted based on the following reasons :
(a) The photographs were introduced by way of evidence by PW3 personally, who is the maker of the photographs;
(b) PW3 has confirmed under oath that the cameras and computer used to download the photographs were in good working condition and under his control;
(c) PW3 has explained that the original memory cards cannot be produced in court because the photos which he has taken were downloading in his laptop and then he erased it.  As he is working in the marketing of the plaintiff’s company, he took a lot of photos and if he does not erase, the memory card cannot store.

33. On this issue, I agree with the plaintiff’s argument that in today’s modern society where digital technology is vastly used, it is almost impossible to suggest that memory cards must be provided in court in all circumstances as primary evidence. Digital photographs in general should be admitted as evidence provided that the maker of the photographs is able to attend court to confirm their authenticity under oath. 
34. In R v Tolson [1864] F&F 103, the court held that:
“Photographs properly verified on oath by a person able to speak to their accuracy are generally admissible.”       

35. Similarly in Re Stephens LR 9 CP 187, the court held that:
“Photographs of non-removable records were received, but the accuracy of a photographic copy, particularly of external objects, must be established on oath, to the satisfaction of the judge, either by the photographer or someone who can speak to its correctness.”
Whether the Defendant has infringed the Patent under Section 58 of the Patents Act 1983 by, inter alia, selling or offering for sale the Defendant’s OKA product being a river bank protection system made of precast concrete pile and panel, anchoring tie back (“the Defendant’s Product”) in Malaysia, which incorporates features falling within the Patent claims.  

Patent Infringement

36. Section 58 of the PA 1983 states as follows:
“An infringement of a patent shall consist of the performance of any act referred to in subsection (3) of Section 36 in Malaysia by a person other than the owner of the patent and without the agreement of the latter in relation to a product or a process falling within the scope of protection of the patent.” 
37. The test for infringement formulated by the House of Lords in the case of Rodi & Wienenberger AG v Henry Showell Ltd [1969] 12 RPC 367 has been approved in numerous cases in Malaysia and in particulars, has been adopted by Yang Arif Hamid Sultan Abu Backer, JC (as he then was) in the case of Lim Choong Huat & Ors v Syntlz Enterprise Sdn Bhd & Ors [2010]1 CLJ 860. Yang Arif Hamid Sultan Abu Backer, JC (as he then was) in summarising the test, said as follows:
“In essence, the infringement tests require one to consider three factors, namely: (i) determine the “essential” integers  (ii) once the “essential” integer is determined, one must then consider whether “each” and “every” “essential” integer is taken by the defendants; (iii) determine whether each of the defendants’ integers “works” the “same way” as claimed by the plaintiff in their Patent.”

38. In this respect, PW4 explained and which I agree the essential integers of claim 1 (a), (b) and (c) of the Patent are as follows :
(a) a pair of posts having longitudinal slots; 

(b) the wall panel edges are adapted to fit with the slots;

(c) an anchoring tie which  is connected to the body of the post.

39. The next question to be determined is whether the integers have been incorporated into the defendant’s product.
40. For  ease of comparison, the plaintiff’s counsel set out below a table consist of claim 1(a), (b) and (c) and the description of the defendant’s product to demonstrate that the defendant has copied the “essential” features of the Patent.
	Claim 1 of the Patent


	Defendant’s Product

	A pair of vertical post (10) having longitudinal slot (16) running from one end to the other end of the post (See figure A below).


	A pre-cast R.C. post, which has a tapered tip and a longitudinal slot extending from head to toes along each of its two lateral sides (See figure A below).

Evidence: See P9, P16(1), P61(2).

	A panel wall (20) with edges adapted for the longitudinal slots for the post (1) (See figure B below).

	A pre-cast R.C panel, which has two lateral ends specially adapted for the longitudinal slot of pre-cast R.C. posts (See figure B below).

Evidence: See P9, P61(3), P61(5), P61(6), P61(9). 

	Anchoring tie (22) provided at the body of the vertical post (10) to provide restraint to the post (10) from being toppled by the earth pressure. (See figure C below).
	A tie-back in the form of a galvanized steel tie-rod secured to a galvanized steel lug fixed at the back side of the precast R.C post (See figure C below).

Evidence: See P9, P61(4).


	Illustrations prepared by the Plaintiff:-

Fig. A


   Fig. C
Fig. A



          Fig. B


             Fig. B
       Fig. C
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Plaintiff’s WellGuard System        The Infringing Product




41. In this regard, the court finds that the defendant’s infringing product have infringed the Patent claims 1, 2, 3 ,8 and 11, in particular, claims 1(a), (b) and (c) of the Patent as all the features of the defendant’s infringing product as shown in figure A, B and C above fall within the descriptions of claim 1(a), (b) and (c).
42.  As the court recalls, DWI had admitted that the product as shown in the defendant’s brochure [P9] has features which are within claims 1, 2 and 3.
43. The defendant did not adduce any evidence to rebut the plaintiff’s claim that the defendant has infringement the plaintiff’s product.  On the other hand, the defendant in its defence and counterclaim pleaded that the defendant’s patent is invalid on the ground that it has been disclosed by prior art and also it is not an invention. It is trite law that if the patent is invalid or it is part of the prior art, then there is no infringement. In this case, the defendant has raised the issue of the validity of the Patent by way of defence to the plaintiff’s pleaded cause of action that it has not infringed the Patent. Thus, the defendant has elected to invalidate the Patent. In this way following Azahar J’s decision (now CJA) in SKB Shutters Manufacturing Sdn Bhd v Sang Kong Shutter Industries Sdn Bhd & Anor [2011] 2 MLJ 781, if the plaintiff’s patent is invalidated, it must inevitably follow that they have infringed the plaintiff’s patent.

 Thus, I will next deal with the issues relating to the invalidity of the plaintiff’s patent.
Novelty

44. The issue that the court has to determine is whether the invention of the plaintiff’s Patent is new or otherwise.  Section 14 of the PA 1983 provides that an invention is only new if it is not anticipated by prior art.  The Act therefore requires the invention to be new in the sense that at the date of filing of the application it should not form a part of the state of the art.  The invention is not novel if it is anticipated by prior art and prior art consist of everything disclosed to the public anywhere in the world by written publication, oral disclosure and by use or in any other way before the priority date of the patent application claiming the invention.
45. Further, section 15 of the PA 1983 states that an invention shall be considered involving an inventive step if having regard to any matter which forms part of the prior art, such inventive step would not have been obvious to a person having ordinary skill in the art.
46. The person skilled in the art should be identified in the light of the problem that the invention is directed to solving. Obviousness is independent of anticipation. Where obviousness is in question, the area of investigation is not necessarily restricted to a single document and it may extend over an extensive field ( see ICI Pointer’s Application [1977] FSR 434). Obviousness is relevant only to the issue of inventive step. Even though the patented invention is not anticipated by prior disclosure, it is not patentable if it is obvious.
47. First and foremost, it is trite law that where lack of novelty is raised, it must be shown that the claimed invention has been anticipated in a single document. No two or more documents is allowed to be combined or mosaic together. This entrenched principle has been clearly expressed in numerous cases. The learned authors Lionel Bently and Brad Sherman have put it this way in Intellectual Property Law, Second Edition, 2004 at paragraph 3.2.1 of page 449 that:
“Another important rule of interpretation is that the information must be drawn from a single document. This means that it is not possible to combine together (or mosaic) separate items in prior art. In a similar vein, it is not normally possible to combine elements from within a single document.”

48. It is settled that for there to be anticipation, there must be an ‘enabling disclosure’, In Synthon BV v SmithKline Beecham Plc [2005] UKHL 59 at paragraph 14, Lord Hoffmann stated that:
“In order to make good their case, Synthon had to satisfy the judge on two points. The first was that their application disclosed the invention which had been patented as claim 1. I shall call this requirement ‘disclosure’. The second was that an ordinary skilled man would be able to perform the disclosed invention if he attempted to do so by using the disclosed matter and common general knowledge. I shall call this requirement ‘enablement’. If both these requirements are satisfied, the invention is not new”
49. The requirement of ‘enablement’ means that the ordinary skilled person would have been able to perform the invention which satisfies the requirement of disclosure. In the hallmark case General Tire & Rubber Co v Firestone Tyre & Rubber Co Ltd [1972] RPC 457, which was adapted by Azahar J (now JCA) in SKB Shutters Manufacturing Sdn Bhd v Seng Khong Shutter Industries Sdn Bhd & Anor [2011] 2 MLJ 781, the requirement of an enabling disclosure was considered in detail. It was held by the English Court of Appeal at 40 of page 485 that:
“If the prior inventor's publication contains a clear description of, or clear instructions to do or make, something that would infringe the patentee's claim if carried out after the grant of the patentee's patent, the patentee's claim will have been shown to lack the necessary novelty, that it to say, it will have been anticipated…

To anticipate the patentee's claim the prior publication must contain clear and unmistakable directions to do what the patentee claims to have invented: Flour Oxidizing Co Ltd v Carr & Co Ltd ((1908) 25 RPC 428 at 457, line 34, approved in B.T.H. Co Ltd v Metropolitan Vickers Electrical Co Ltd (1928) 45 RPC 1 at 24, line 1). A signpost, however clear, upon the road to the patentee's invention will not suffice. The prior inventor must be clearly shown to have planted his flag at the precise destination before the patentee.”

50. Now, I turn to deal with the submissions of learned counsel for the defendant.  He argued that the Patent is not new as it had already been anticipated by prior art before the grant of the patent on 29.8.2008.
51. The defendant relied on the evidence of DW1 and DW2 to conclude that a person with reasonable skill and knowledge in this area (i.e. earth retaining structures) having read the said prior art documents at the time of their publication would have been able to come up with the systems in Claims 1, 2, 3, 4 and 11 without the need to conduct more experiments, research and tests. In other words, Claims 1, 2, 3, 4 and 11 of the Patent-in-suit had been anticipated (i.e. they are not new as at the priority date of 12.10.2004).
52. I have carefully perused the relevant prior arts documents filed by the defendant and I am unable to accept the defendant’s contention on this issue. My reason follows:
53. With regard to the principles to be applied when assessing whether a patent has been anticipated, authorities have shown :
(a) Each piece of prior art must be interpreted on its own.
(b) It is not permissible to combine 2 or more prior art in order to find that the combination has anticipated the invention.
(c) If it is necessary to pull together 2 or more the prior art to demonstrate each feature of the combination of the invention, then the combination in the invention is new and NOT anticipated.
(d) Once a prior art has been identified, then it is necessary to compare the prior art with the Patent claims. The patent will only be anticipated if the prior art has clear instructions to do something which if done, would infringe the patent. This means that each prior art on its own must contain ALL the features of the claims.

54. In applying the above principles, this means that in respect of the prior art cited by the defendant, the defendant cannot rely on a feature from one prior art to be combined with another prior art to anticipate the Patent.  Each prior art has to stand on its own.  Each prior art has to, on its’ own, contain sufficient instructions to make something, which once made, will include all the features of the Patent claims.  In this present case, in my view none of the prior art, whether it is a prior patent, or text books, on its own contain clear instructions to make something that will have all the features of the patented product.
55. It is pertinent to note that there are fundamental underlying engineering concepts which differ between soldier pile and sheet pile generally from the plaintiff’s product.  As explained by PW4, the current invention originates from a sheet pile concept which has been revamped. 
56. A soldier pile system is generally used in an environment where the soil demonstrates some stand-up capacity.  Hence, it is usually used in a drier environment.  The primary support in this system is the piles themselves. The lagging are usually planks inserted. These lagging may have to be inserted from “bottom up”.  Hence, the space between the I-beam has to be wider.  It does not fit tightly between the I-beam. There is also space between the laggings to allow some drainage. In a water based environment, however, the soldier pile system does not function as there are different considerations for a water-based environment.  The interlocking tongue and groove has to be tight to minimize soil erosion. These concepts have been admitted by DW1 during his cross examination.
57. PW4 has also set out the fundamental/underlying engineering concept used in the prior arts cited by the defendant and the Patent, i.e. Soldier Pile System -vs- Sheet Pile System -vs- WellGuard.  The major differences of these systems are as follows:
	Soldier Piles
	Sheet Piles
	WellGuard

	a. Standardized  “I” or “H” beams with wide space between the I beam to allow easy fitting of lagging which is usually slotted from the bottom;
b. Any Laggings suitable to cover the distance between 2 poles;
c. No tongue and groove interlock;

d. Tie back (sometimes).
	a. Tongue and groove system;

b. Sheet piles (concrete or steel);

c. No tie back.


	a. Posts with slot meant for the wall panel edges;

b. Tongue and groove interlock to be formed;
c. Wall panels adapted to slot;
d. Tie back.




58. In this regard, the court finds that the drawing disclosed in Figure 1 (page 275, Bundle B) of the US Patent No. 3,381,483 entitled “Sea Wall and Panel Construction” dated 07.05.1968. Exhibit [D66] did not disclosed sufficient teaching for a skilled person in the art to reproduce a product which is identical to the Patent without experiments and inventive efforts. 
59. The court accepts the plaintiff’s submission that one very important distinction is that the Figure 1 clearly shows that the system is a “gravity wall system” and to turn the same into an “embedded wall system”, and thus, for a skilled person in the art, such person would have to conduct engineering calculation, such as the length of the post and panel, the tightness of the joint between “I” or “H” beams (i.e. how to come out with a new tongue and groove system) and the laggings and etc in order for the system to work. These are not disclosed and cannot be inferred from the drawing as shown in Figure 1. 
60. The plaintiff relied on the very same authority relied by the defendant, namely, in the case of C.Van Der Lely N.V. v Bamfords Ltd (1963) RPC 61, at page 71 where Lord Reid qualified by saying the following passages before one decide if a photograph/drawing will lead to anticipation:
“We were informed that this is the first case in which the question of anticipation has turned on the proper inference to be drawn from photographs, although there have been cases of anticipation by published drawings. There is no doubt that, where the matter alleged to amount to anticipation consists of a written description, the interpretation of that description is, like the interpretation of any documents, a question for the court assisted where necessary by evidence regarding the meaning of technical language. It was argued that the same applied to photographs. I don’t think so. Lawyers are expected to be experts in the use of the English language, but we are not experts in the reading or interpretation of the photographs. The question is what the eye of the man with appropriate engineering skill and experience would see in the photographs, and that appears to me to be a matter for evidence. Where the evidence is contradictory the judge must decide. But the judge ought not, in my opinion, to attempt to read or construe the photographs himself; he looks at the photographs in determining which of the explanation given by the witnesses appears to be most worthy of acceptance.”  

61. During the cross-examination of PW4, PW4 testified as follows:
20.04.2011

Cross Examination:
NKP:
So it is not tailor-made. Okay, let’s move on to element (b). Now the US patent refers to unitary pre-fabricated panels which are adapted to be positioned successively between the columns in inter-fitting relation with the columns. Now I put it to you this is the same as the feature in claim 1(b)?

PW4:
No. They are different. The reason is that we can read the same page, page 6, the right column, second row, on the bullet point 1 (PW4 refers to exhibit P16(6)). There are no clear drawings to show that the panel is adapted for the distance between the flanges of the I-beam. What is disclosed in the drawing and description is merely that the length of the panel is adapted to fit into the distance between two successively columns. So it’s not flanges between the I-beams, but the distance between two columns. They have a column, another column. So they say inside is an inter-fitting between columns. So you have no information, no disclosure on how about this, whereas in the patent of the Plaintiff, it mentioned that it has to be a panel, the panel wall will be adapted to the interlock, to the slot on the post. So there are, to me they are different. Second one, second item, the wall panel also in this prior art are hung on the I-beam by the r shoulder plates. They are attached on each side of the panel. This hanging shoulder plate disable the possibility of the two panels to be stacked vertically to form an upper wall and a lower wall as offered by the Plaintiff’s patent.

NKP:
Okay, let’s take the first point. Now look at page 275, Bundle B. Figure 1 and Figure 2. The items denoted by number 27, 26, 25, 24, those are the panels. They all fit into the slot of the posts. So I put it to you, is very clear from these drawings that the panel are adapted, with the edges adapted for the slots of the I-beams, is the same as Claim 1(b)?

PW4:
I do not agree, the reason has been said just now.

62. As for the Figure 4 (at page 223 of Bundle B) of the US Patent No. 5,356,242 entitled “System and Method for Adjustably Connecting Wall Facing Panels to the Soldier Beams of a Tie-Back or Anchored Wall” dated 18.10.1994.  Exhibit [D65], the plaintiff argued that the drawing clearly failed to show the type of tie back system use for the said prior art and by looking at the drawings, there is no clear and mistakable instructions on how to made the plaintiff’s invention in the eyes of the skilled person of the art.
63. As such, I also accept the plaintiff’s submission that the individual features cited by the defendant cannot be used to anticipate the Patent. 
64. In the case of The Allmanna Svenska Elektriska Aktiebolaget v Burntisland Shipbuilding Company, Ltd, [1952] 69 RPC 63, the court held that :
“The specification alleged to constitute anticipation must contain within its own four corners the whole of the invention impugned, together with clear directions for making it effective. In the language of Holker LJ in, at 44, the specification which is relied upon as the anticipation of an invention must give you the same knowledge as the specification of the invention itself.”                                                                                                                                                                                                                                                                                  
65. The plaintiff has prepared a table setting the position with regard to the textbooks, reports and/or articles cited during the trial and their relevance as a prior art to anticipate. 
66. Based on the above submissions made, the court finds that the general text extracts relied on by the defendant only contains at best general description and use of soldier pile system and sheet pile system. As the technical principles of a soldier pile system is not the same as that of the patented claim, the general references to these systems are not helpful and neither do they give and unmistakable directions as to how to make something which is going to be in all fours with the patented product.  DW1 himself has admitted the technical differences between a soldier pile and a sheet pile system.  
67. Further, the defendant’s submitted that DW1 was not specifically crossed examined on the text manuals and therefore the plaintiff’s claim has no merit. It is clear that DW1 has been specifically cross examined on the conceptual differences between soldier pile and a sheet pile system. The court finds that as the text manuals contain only generally information and therefore is irrelevant for purposes of anticipation as they are very general and does not give clear and unmistakable directions to a person skilled in the art to make something which if made, will be a product that will infringe the patented claims. In fact, most of the text reference is relied upon to highlight only one or two feature of the patented product. None give directions to make a product which will be on all fours with the patented product.
68. Based on the above reasons, I cannot accept the defendant’s contention that the Patent is not novel. In my view, the defendant has failed to prove that the prior art cited are relevant and that they contain directions to give clear and unmistakable directions to persons skilled in the art to arrive at an invention which has all the components of the patented invention.

Inventive Step/Obviousness
69. The next issue raised by the defendant is that the plaintiff’s product does not involve an inventive step. The requirement of inventive step is governed by section 15 of PA 1983.
70. An invention is taken to lack inventive step if it is said to be obvious (Section 15 of PA 1983). The question of inventive step is, simply put, whether a person skilled in the art would find it obvious to arrive at the claimed invention.
71. The word ‘obvious’ is to be given its plain and ordinary meaning. This was held so in General Tire & Rubber Co v Firestone Tyre & Rubber Co Ltd (supra) as follows :
“We agree, however, with what was said by Diplock, L.J. (as he then was) and Willmer, L.J. in the Johns- Manville case [1967] RPC 479 at 493 and 496 deprecating ‘coining” phrases which may later be suggested to be of general application. “Obvious” is, after all, a much-used word and it does not seem to use that there is any need to go beyond the primary dictionary meaning of “very plain”.
72. The test for obviousness had been laid down in the case of Windsurfing International Inc v Tabur Marine (Great Britain) Ltd [1985] RPC 59 and accepted at paragraph 6 of page 60 as follows:
(i) Firstly, to identify the inventive concept of the claim in question;

(ii) Secondly, to identify the notional skilled addressee or person skilled in the art and the relevant common general knowledge of that person;

(iii) Thirdly, to identify the differences between the state of the art and the inventive concept of the claimed invention;

(iv) Fourthly, without the benefit of hindsight, to decide whether the differences identified constitutes obvious steps to the notional person skilled in the art.

73. This test has been applied in the case of SKB Shutters (supra).
74. In identifying the notional skilled addressee or person skilled in the art for purpose of assessing inventive step, it is trite law that such a person is unimaginative and without even a scintilla of inventiveness. This has been succinctly expounded in Technograph Printed Circuits Ltd v. Mills & Rockley (Electronics) Ltd [1972] RPC 346 at paragraph 5 of page 355 as follows :
“To whom must the invention be obvious? It is not disputed that the hypothetical addressee is a skilled technician who is well acquainted with workshop technique and who has carefully read the relevant literature. He is supposed to have an unlimited capacity to assimilate the contents of, it may be, scores of specifications but to be incapable of a scintilla of invention. When dealing with obviousness, unlike novelty, it is permissible to make a “mosaic” out of the relevant documents, but it must be a mosaic which can be “mosaic” out of the relevant documents, but it must be a mosaic which can be put together by an unimaginative man with no inventive capacity.”

75. More importantly, the ‘person skilled in the art’ is essentially a legal role which must and can only be assumed by the Judge. This has been entrenched in numerous cases and, suffice to say, even in Windsurfing International Inc v Tabur Marine (Great Britain) Ltd (supra) at paragraph 45 of page 73 :
“There are, we think, four steps which require to be taken in answering the jury question. The first is to identify the inventive concept embodied in the patent in suit. Thereafter, the court has to assume the mantle of the normally skilled but unimaginative addressee in the art at the priority date and to impute to him what was, at that date, common general knowledge in the art in question. The third step is to identify what, if any, differences exist between the matter cited as being “known or used” and the alleged invention. Finally, the court has to ask itself whether, viewed without any knowledge of the alleged invention, those differences constitute steps which would been obvious to the skilled man or whether they require any degree of invention.”

76. In the present case, this must relate to the common general knowledge in the context of geotechnical engineering.
77. In this regard, the court finds that DW1’s evidence has limitations on the common general knowledge to be imputed upon the national skilled addressee for the reason that DW1 had admitted in cross-examination that he has limited knowledge in the area.
78. In addition, I also cannot accept the evidence of DW2 as he has admitted in cross-examination that he did not prepare the technical opinion which he has stated in his witness statement “but he only gave on how a wall system works”. DW2 had also admitted that he has never been authorized or appointed by the defendant to give evidence. Thus, I agree with the plaintiff’s argument that the witness statement of DW2 was prepared purely to advance DW1’s own interest.
79. On the contrary, I am of the view that PW4 is an experienced geotechnical expert who has at least completed a total of 33 projects related to earth retaining wall system as shown in C2, C-19 (at page 419-24). I find that PW4 has sufficient credentials and experience to speak of retaining wall in the field of geotechnical. I also find PW4 an honest witness.
80. Based on PW2’s evidence, the inventive concept in the Patent is based upon a revamp made to overcome the weaknesses found in the sheet pile system.  In this regard, the underlying engineering concept for the invention is sheet pile wall and not soldier pile as alleged by the defendant.  As confirmed by PW4 in his expert evidence report and his oral testimony, the essential features of the groove and tongue interlocking system of a sheet pile wall system is retained and subsequently revamped by PW2 by making it a superior interlocking slot as claimed in claim 1(a) of the Patent.  I am clear in my mind that based on the evidence adduced, in a soldier pile system, the insertion of a lagging into the 2 flanges of a soldier pile cannot perform a tongue and groove mechanism.

81. Further, to achieve the tight fitting between the penal wall and the posts, the plaintiff’s panel wall would have to be adapted to suit the slots. These particular “slot” and “edges adapted” have been discussed extensively in the trial with regard to the interpretation of claim for infringement purpose as well as for invalidation. As such, I will discuss into a detailed examination of the same. 
82. In this regard, PW2 stated in his evidence that :
“the tongue and groove design for the joint of the sheet piles are too shallow in depth to secure an effective “inter-locking mechanism” or “tongue-in-groove joint” between 2 sheet piles and thus, it is difficult to attain a tight fit between 2 sheet piles during installation”. 

83. As such, PW2 came out with an idea to revamp the “tongue and groove” design to a “slot” design as a mean to provide a tight-fitting joint. 
PW2 explained that he substituted the old sheet pile system consisting of two (2) concrete sheet piles with the equivalent of one (1) concrete post of similar length with longitudinal slots and one (1) concrete panel of shorter length with edges adapted to fit tightly in the longitudinal slots of the post.

84. During cross examination this is what PW2 said :-
NKP:     Does that not apply to WellGuard system as well?
PW2:
Because the groove is very wide of this system whereby the tongue and groove system of the WellGuard system is very fit.
85. During re-examination of PW2:-
CKY:
 In cross-examination, you were asked to explain the fitting of the edge of the well guard system panel to the pole. Now, you were then referred to the patent claim, Plaintiff’s patent claim. In particular you were referred to claim 1, then you were asked where in claim 1 indicates that the edge of the panel is to fit tightly to the post and your answer was 1(b), edges adapted explains the tight fitting. Could you confirm that? In your view, edges adapting is tight fitting?

PW2: Yes, correct.

86. The new tongue and groove mechanism was further explained by PW4 as follows :-
CKY:
Now take to the Plaintiff’s patent, when you said that the edge is adapted, because you answered that there were engineering principles behind it. Could you explain what those things are so that we can understand the difference between the two? What are the things you need to consider as an engineer, to adapt? Just to adapt that edge, what are the considerations? Technical considerations

PW4:
I have to design the slot, this element [PW4 demonstrates to the court by using P3] and look into great detail. So that has to be an engineer who come in and design how thick it is, what kind of re-enforcement we have to put in here, so all this thing will be different compared to you just place there. Because in this system, this panel will take the load. This post, will take the loads. So if you don’t design this properly, this thing can fail, the adapted edges.

CKY:
What are the things you need to consider other than the length?

PW4:
I need to consider the strength and also the tightness whether can slot in or not, that is one condition. Can it slot it fitly, can it be fitted properly so that the loads can be transferred from here to here, and the whole thing form as a continuous barrier. Whereas soldier pile is just posts and posts, leggings are not important, it will not make any, it does not support the ground. So when I say adapted, I have a lot of consideration. Is tight enough or not, can the loads transfer or not, once transferred then is it strong enough to take this loads or not, and so forth. So it involved a substantial engineering.

CKY:
If in the water environment, if you then look at claim 1, where you were ask about 1(b), the panel wall with edges to adapt. Could you just clarify for once and for all what you understand that “edges to adapt” to mean for this particular product invention?

PW4:
This is as what I have informed. You got to have a good joint or packed joint between two elements so that you don’t have the loss of the ground in the near future or in the long term. That is the reason why when you put up the posts, this gap [PW4 demonstrates to the court by using P3], this slot has to be properly adapt so that you can form a kind of a joint which is equivalent to like a sheet pile wall to prevent the ground loss. That is why I said from the engineer concept, this has to be done, and that is a feature we should look at rather than other features.  That is why when the Defendant’s counsel keep on saying that…..this I feel a bit like he probably doesn’t understand the engineering requirement on in order to get this patent product work.

87. Thus, I conclude that the evidence adduced by PW2 and PW4 clearly shows that substantial considerations must be applied before the Patent claims can be invented.   
88. The next step is to “impute to a normally skilled but unimaginative addressee what was common general knowledge in the art at the priority date”.
89. On this issue, the plaintiff submitted that the combination of prior art documents are not obvious with to an unimaginative skilled person in art.
90. I am of the view that the contention of the defendant that the combination of prior art documents are obvious to an unimaginative skilled person in art is untenable. On the other hands, the court accepts the plaintiff’s contention that what was available in the common general knowledge was the general principles relating to soldier pile system and sheet pile system. I am of the view that none of these are the same as the plaintiff’s patented products.   

91. In this regard, the court finds that PW4 is familiar with the engineering principles and concept of soldier piles and sheet piles. PW4 explained that in a soldier piles system, the insertion of lagging into the flanges of a soldier pile cannot perform a ‘tongue and groove’ mechanism in the plaintiff’s product.

92. However with regards to the plaintiff’s patent, on the contrary, PW4 explained that substratum must be applied before invention as disclosed in the patent’s claims can be invented.

93. On this issue, PW4 explained that the essential feature of the ‘groove and tongue’ interlocking system was subsequently revamped by PW2 making it superior interlocking system.

94. In addition, to achieve the tight fitting between the panel wall and the posts, the plaintiff’s panel wall would have to be adapted to suit the slots.

95. The court also finds that DW1 that he did not conduct the patent searches until after he had received a demand letter from the plaintiff.  This means that the patent specification was not part of the common general knowledge of a person skilled in the art.  This is further confirmed by DW2 who did not even conduct any patent searches.    
96. Further, the court finds that even DW1 who spent more than 10 years as a product designer could not come up with the Patent invention.  The invention could not have been that obvious then.  DW1 who claimed to be a person experienced in pre-cast concrete products confirmed that he has not seen any products like the Plaintiff’s WellGuard system in the Malaysian market for use in water environment before 2004. 
97. These are the excerpts from the cross examination of DW1:
CKY:
No, are there products sold by companies? Just like you Revo. Like the Plaintiff’s product is called WellGuard System, they are selling it. We have the Defendant selling their products and we have of course Revo yourself, you have modified something in 2008 when you got the letter from the lawyer so those products. Have you seen any of those products in the market?

DW1:

I can only say not in Malaysia market.

CKY:
LS Series. You said about 2007. So followed, my next question is do you agree then that you have manufactured it after the Plaintiff’s product has been launched in the market.

DW1:

Yes.

CKY:
So do you also agree with me that this Sheet Pile LS Series, prior to your Sheet Pile LS Series, Revo, as what you confirmed earlier, was selling the normal sheet pile that we have been talking about the whole time?

DW1:

Yes. Yes.

98. The issue of obviousness was also discussed by Azahar J (now JCA) in SKB Shutters(supra) where he held as follows :
“Hence, I am of the view that the contention of the Defendant that the Plaintiff's use of the tongue and groove method of jointing together with interlocking scrolls is an obvious combination is untenable. On the other hand, there is substance in the argument of learned counsel for the Plaintiff to the effect that the Plaintiff's invention cannot be simply regarded as a mere collocation as its construction and configuration had to be designed and incorporated from scratch. As a result, it is my findings that the invention of the Plaintiff's Patent involves an inventive step that is not obvious to a person skilled in the art.”

99. Thus, the court accepts the plaintiff’s submission that using the last 2 steps in the test for obviousness, based on the differences between the patented invention and the relevant common general knowledge, the patented invention is certainly not obvious to the unimaginative skilled man.
100. One other important factor that the court take into consideration is the commercial success of the plaintiff’s WellGuard System in order to fully determine the issue of “obviousness”. Generally, the more successful an invention is, the more inventive it is. The success of the WellGuard System clearly shows that the Patent is able to overcome some weaknesses found in the old sheet pile wall systems. These advantages of the WellGuard system have been explained by PW1, PW2 and PW4. On this issue the plaintiff pointed out that in the Malaysian market, the sale and track records of the WellGuard System is also impressive as shown in the plaintiff’s Reply and Defence to Counterclaim as filed.  On in Wildey and White’s Mfg Co. Ltd v Freeman and Letrik Ltd [1931] 48 RPC 405, the court held that :
“In my opinion commercial success which is shown to be due to the precise improvement the subject of the specification ought to have considerable weight… and, a fortiori, if it is shown that there is a long- felt want… In the case, however, of such an article as we have here, a comb,… questions of price, form, colour and design, quite a part from the question of clever advertising, may well conduce to, or indeed, be completely responsible for, the commercial success of the article.”

101. Similarly in Unilever plc v Gillette (UK) Ltd [1989] RPC 417, the court held that :
“The commercial success of the product in issue in the USA could be relevant at trial. The matters to be considered to resolve the question as to why an invention had not been made before were not necessarily confined to national boundaries.”
102. In light of the above reasons and authorities cited, I am of the view that the invention of the Patent involves an inventive step that is not obvious to a person skilled in the art.  Hence, the claims 1 to 11 of the Patent will be valid and accordingly, the defendant’s counterclaim must fail. 
Conclusion

103. Based on foregoing, it is my finding that the invention of the Patent involves an inventive step that is not obvious to a person skilled in the art. Therefore the defendant’s counterclaim is dismissed with costs. I accordingly, allow the plaintiff’s claim as in the statement of claim. 
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